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MFIB, LLC, a Delaware limited liability No. 25-6589
company doing business as [CON National, D.C. No

Plaintiff - Appellant, 2:25-cv-02517-SPL

v. MEMORANDUM"

IBCA, LLC, a California limited liability
company doing business as Icon Builders;
ALLEN W. SANDS, an individual residing
in Arizona,

Defendants - Appellees.

Appeal from the United States District Court
for the District of Arizona
Steven Paul Logan, District Judge, Presiding

Argued and Submitted May 19, 2026
Phoenix, Arizona

Before: GOULD, M. SMITH, and HURWITZ, Circuit Judges.
MFIB, LLC appeals the denial of its motion for a preliminary injunction
barring IBCA, LLC and its owner and founder, Allen Sands (collectively,

“Defendants”), from using the trademarks “ICON,” “ICON Builders,” and “THE

*

This disposition is not appropriate for publication and is not precedent
except as provided by Ninth Circuit Rule 36-3.
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ORIGINAL ICON BUILDERS” (“the ICON Marks”). We have jurisdiction under
28 U.S.C. § 1292(a)(1). We review the district court’s order for abuse of discretion,
Pom Wonderful LLC v. Hubbard, 775 F.3d 1118, 1123 (9th Cir. 2014), and affirm.

1. Sands began using the ICON Marks in connection with general
contracting services in 1985 and has used the mark in at least five affordable housing
businesses in “various states,” including California, Arizona, New Mexico, and
Texas. Sands had between 50 and 100 percent ownership and served as the president
with “final say” in each of these businesses.

In 2017, one of Sands’s business, Icon Commercial Contractors d/b/a ICON
Builders (“ICC”), merged with MFRG Construction to form MFIB. Sands agreed
not to compete with MFIB in affordable housing renovation projects, but the merger
agreement permitted ICC to continue to use the ICON Marks in connection with
other projects, some of which were still ongoing as of September 2025. MFIB
worked on projects in the affordable housing business using the trademarks “MFRG
ICON” and “ICON National.”

In 2022, MFRG bought out ICC’s interest in MFIB, and Sands’s non-
competition agreement was terminated. In November 2023, MFIB registered the
MFRG ICON and ICON National marks. Sands then dissolved ICC and founded
IBCA, LLC, headquartered in Arizona. By 2024, IBCA had undertaken affordable

housing projects in California and Texas using the ICON Marks. In 2025, MFIB
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sued for trademark infringement and moved for a preliminary injunction to bar
Defendants’ use of the ICON Marks.

2. A preliminary injunction is an “extraordinary remedy that may only be
awarded upon a clear showing that the plaintiff is entitled to such relief.” Winter v.
Nat. Res. Def. Council, Inc., 555 U.S. 7, 22 (2008). The movant must show, among
other things, a likelihood of success on the merits. /d. at 20.

To succeed on an infringement claim, MFIB must have senior rights to the
disputed trademarks. See Pom Wonderful, 775 F.3d at 1124. But if the Defendants
engaged in continuous use of the ICON Marks before MFIB registered its marks,
their interest in the ICON Marks is senior. Casual Corner Assocs., Inc. v. Casual
Stores of Nev., Inc., 493 F.2d 709, 711-12 (9th Cir. 1974); 15 U.S.C. §§ 1115(a),
(b)(5).2 MFIB does not dispute that Sands’s other businesses have continuously used
the ICON mark since before registration. The critical issue is whether Defendants

may establish prior use through privity with Sands’s other businesses.

2 Although the parties agree that that § 1115(b)(5) applies and the district court
analyzed the case under the statute, a prominent treatise states that § 1115(b)(5) “is
restricted to a situation where the registrant is the senior user.” 2 McCarthy on
Trademarks & Unfair Competition § 26:53 (5th ed. 2025). In any event, the analysis
1s the same under the common law. See Sengoku Works Ltd. v. RMC Int’l, Ltd., 96
F.3d 1217, 1219 (9th Cir. 1996) (“It is axiomatic in trademark law that the standard
test of ownership is priority of use. To acquire ownership of a trademark it is not
enough to . . . have registered it first; the party claiming ownership must have been
the first to actually use the mark in the sale of goods or services.”).
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“Privity exists when there is substantial identity between parties, that is, when
there is sufficient commonality of interest.” In re Gottheiner, 703 F.2d 1136, 1140
(9th Cir. 1983) (cleaned up). “When a person owns most or all of the shares in a
corporation and controls the affairs of the corporation, it is presumed that in any
litigation involving that corporation the individual has sufficient commonality of
interest.” Id. The district court’s finding of privity is supported by the record. Sands
testified that he founded each company that engaged in prior use, served as president
of each with “final say,” and maintained between 50 and 100 percent ownership, and
each company traded off the ICON Builders mark to generate business.

3. Even if privity is established, MFIB faults the district court for failing
to consider the geographic scope of prior use. Rights deriving from prior use are
“frozen” after federal registration to “those areas where [the mark] then enjoyed
recognition based on its reputation, advertising, and sales.” Quiksilver, Inc. v.
Kymsta Corp., 466 F.3d 749, 762 (9th Cir. 2006). But we cannot fault the district
court for failing to enter a limited injunction given the procedural posture of this
case. MFIB’s motion for a preliminary injunction sought nationwide relief,
mentioning the possibility of more limited geographic scope only in a footnote.
Instead, the focus of MFIB’s arguments below was that Sands had abandoned any
rights to the ICON Marks. And the only evidence presented to the district court of

IBCA’s current and allegedly infringing use was limited to areas of prior use. Indeed,
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MFIB conceded at oral argument that it has no evidence of present use by the
Defendants in any area other than those of prior use. Under these circumstances, the
district court did not abuse its discretion in denying the broad relief MFIB requested.

4. We emphasize, however, that MFIB may be entitled, on an appropriate
showing, to either preliminary or permanent injunctive relief preventing use of the
ICON Marks by IBCA in areas other than those of prior use. We affirm the district
court’s denial of a preliminary injunction without prejudice to MFIB seeking such
relief.

AFFIRMED.
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UNITED STATES COURT OF APPEALS FOR THE NINTH CIRCUIT
Information Regarding Judgment and Post-Judgment Proceedings

Judgment

e This Court has filed and entered the attached judgment in your case. Fed. R.
App. P. 36. Please note the filed date on the attached decision because all of
the dates described below run from that date, not from the date you receive
this notice.

Mandate (Fed. R. App. P. 41; 9th Cir. R. 41-1 & -2)

e The mandate will issue 7 days after the expiration of the time for filing a
petition for rehearing or 7 days from the denial of a petition for rehearing,
unless the Court directs otherwise. To file a motion to stay the mandate, file
it electronically via the appellate electronic filing system or, if you are a pro
se litigant or an attorney with an exemption from the electronic filing
requirement, file one original motion on paper.

Petition for Panel Rehearing and Petition for Rehearing En Banc (Fed. R.
App. P. 40; 9th Cir. R. 40-1 to 40-4)

(1) Purpose
A. Panel Rehearing:
e A party should seek panel rehearing only if one or more of the following
grounds exist:
» A material point of fact or law was overlooked in the decision;
» A change in the law occurred after the case was submitted which
appears to have been overlooked by the panel; or
» An apparent conflict with another decision of the Court was not
addressed in the opinion.
e Do not file a petition for panel rehearing merely to reargue the case.

B. Rehearing En Banc
e A party should seek en banc rehearing only if one or more of the
following grounds exist:
» Consideration by the full Court is necessary to secure or maintain
uniformity of the Court’s decisions; or
» The proceeding involves a question of exceptional importance; or

Post Judgment Form - Rev. 8/2025
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» The opinion directly conflicts with an existing opinion by another
court of appeals or the Supreme Court and substantially affects a
rule of national application in which there is an overriding need for
national uniformity.

(2) Deadlines for Filing:

A petition for rehearing or rehearing en banc must be filed within 14 days
after entry of judgment. Fed. R. App. P. 40(d).

If the United States or an agency or officer thereof is a party in a civil case,
the time for filing a petition for rehearing is 45 days after entry of judgment.
Fed. R. App. P. 40(d). The deadlines for seeking reconsideration of a non-
dispositive order are set forth in 9th Cir. R. 27-10(a)(2).

If the mandate has issued, the petition for rehearing should be accompanied
by a motion to recall the mandate.

See Advisory Note to 9th Cir. R. 40-1 (petitions must be received on the due
date).

An order to publish a previously unpublished memorandum disposition
extends the time to file a petition for rehearing to 14 days after the date of the
order of publication or, in all civil cases in which the United States or an
agency or officer thereof is a party, 45 days after the date of the order of
publication. 9th Cir. R. 40-4.

(3) Statement of Counsel

A petition should contain an introduction stating that, in counsel’s judgment,
one or more of the situations described in the “purpose” section above exist.
The points to be raised must be stated clearly.

(4) Form & Number of Copies (9th Cir. R. 40-1; Fed. R. App. P. 32(c)(2))

The petition shall not exceed 15 pages unless it complies with the alternative
length limitations of 4,200 words or 390 lines of text.

The petition must be accompanied by a copy of the panel’s decision being
challenged.

An answer, when ordered by the Court, shall comply with the same length
limitations as the petition.

If a pro se litigant elects to file a form brief pursuant to Circuit Rule 28-1, a

petition for panel rehearing or for rehearing en banc need not comply with
Fed. R. App. P. 32.

Post Judgment Form - Rev. 8/2025
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e The petition or answer must be accompanied by a Certificate of Compliance
found at Form 11, available on our website at www.ca9.uscourts.gov under
Forms.

e Attorneys must file the petition electronically via the appellate electronic
filing system. No paper copies are required unless the Court orders
otherwise. If you are a pro se litigant or an attorney exempted from using the
appellate ECF system, file one original petition on paper. No additional
paper copies are required unless the Court orders otherwise.

Bill of Costs (Fed. R. App. P. 39, 9th Cir. R. 39-1)
e The Bill of Costs must be filed within 14 days after entry of judgment.
e See Form 10 for additional information, available on our website at
www.ca9.uscourts.gov under Forms.

Attorneys Fees
e Ninth Circuit Rule 39-1 describes the content and due dates for attorneys
fees applications.

e All relevant forms are available on our website at www.ca9.uscourts.gov
under Forms or by telephoning (415) 355-8000.

Petition for a Writ of Certiorari
e The petition must be filed with the Supreme Court, not this Court. Please
refer to the Rules of the United States Supreme Court at
WWWw.supremecourt.gov.

Counsel Listing in Published Opinions
e Please check counsel listing on the attached decision.
e If there are any errors in a published opinion, please send a letter in writing
within 10 days to:
» Thomson Reuters; 610 Opperman Drive; PO Box 64526; Eagan,
MN 55123 (Attn: Maria Evangelista, maria.b.evangelista@tr.com);
» and clectronically file a copy of the letter via the appellate
electronic filing system by using the Correspondence filing
category, or if you are an attorney exempted from electronic filing,
mail the Court one copy of the letter.
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UNITED STATES COURT OF APPEALS
FOR THE NINTH CIRCUIT

Form 10. Bill of Costs

Instructions for this form: http://www.ca9.uscourts.gov/forms/form10instructions.pdf

9th Cir. Case Number(s)

Case Name

Name of party/parties requesting costs to be taxed:

I swear under penalty of perjury that the copies for which costs are requested
were actually and necessarily produced, and that the requested costs were
actually expended.

Signature Date
(use “s/[typed name]” to sign electronically-filed documents)
REQUESTED
SORIMEL G LT (each column must be completed)
No. of | Pagesper | Cost per TOTAL
DOCUMENTS / FEE PAID Copics Copy Page COST
Excerpts of Record* $ $

Principal Brief(s) (Opening Brief;
Answering Brief; I, 2" | and/or 3" Brief $ $
on Cross-Appeal; Intervenor Brief)

Reply Brief / Cross-Appeal Reply Brief $ $

Supplemental Brief(s) $ $

Petition for Review Docket Fee / Petition for Writ of Mandamus Docket Fee /
Appeal from Bankruptcy Appellate Panel Docket Fee/Appeal from District | §
Court filing portion of fee ($5)

TOTAL: |$

*Example: Calculate 4 copies of 3 volumes of excerpts of record that total 500 pages [Vol. 1 (10 pgs.) +
Vol. 2 (250 pgs.) + Vol. 3 (240 pgs.)] as:

No. of Copies: 4, Pages per Copy: 500; Cost per Page: $.10 (or actual cost IF less than $.10);

TOTAL: 4x 500x 3.10 = $200.

Form 10 Feedback or questions about this form? Email us at forms@ca9.uscourts.gov Rev. 12/01/2025
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